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Attorney's Docket Number: 003424. P056 

Filing Date: 1/23/2002 

Claimed Foreign Priority Date: none 

Applicant(s): Gengel et al. 

Examiner: Marcos D. Pizarro-Crespo 

DETAILED ACTION 

This Office action responds to the amendment filed on 1 1/27/2006. 
Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
1 1 /27/2006 has been entered. 

Acl^nowledgment 

2. The amendment filed on 11/27/2006, responding to the Office action mailed on 
8/23 /2006, has been entered. The present Office action is made with all the suggested 
amendments being fully considered. Accordingly, pending in this Office action are 
claims 1, 2, 4-22, 37-40, 42-60, 99-102, and 105-111. 

Claim Rejections - 35 (JSC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1, 2, 5-8, 22, 37, 38, 40, 48, 56, 58-60, 105, and111 are rejected under 
35 U.S.C. 102(e) as being anticipated by Akita (WO 2001-62517). 

5. Regarding claim 1 , Akita shows all aspects of the instant invention including an 
apparatus comprising: 

^ A strap 7 including: 

- A first substrate 10 with an opening (see, e.g., fig. 3) 

- An integrated circuit (IC) 4 embedded in the opening and having a 
conductive pad 19 (see, e.g., fig. 12) 

^ A thin-film planarization dielectric layer 36 formed over a portion of the IC and 

a portion of the first substrate 10 (see, e.g., fig. 12) 
^ A conductive medium paste 11/21 covering at least a portion of the IC 4 and a 

portion of the first substrate 10 extending beyond edges of the IC, formed 

directly over the thin-film dielectric layer 36, and attached to the conductive 

pad via a contact hole, the medium having a greater surface area than the 

pad (see, e.g., fig. 12) 
^ A large-scale component 6 attached to the medium 11 and electrically 

coupled to the IC 4, the component including a second substrate 2 larger than 

the first substrate 10 (see, e.g., fig. 2) 
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6. Regarding claims 2, 6, and 8, Akita shows the component 6 including an antenna 
on the second substrate 2, the antenna electrically coupled to the IC 4 directly through 
the medium 11 (see, e.g., fig. 12). 

7. Regarding claims 5, 7, 41, 56, and 59, Akita shows the conductive medium 11 is 
paste and the IC contains circuitry suitable for radio frequency applications (see, e.g., 
pp.1 1/11.19-21). 

8. Regarding claim 22, Akita shows the. first substrate is a flexible material (see, 
e.g., fig. 7). 

9. Regarding claim 105, Akita shows that the opening is tapered (see, e.g., 
pp. 10/11. 15-24). 

10. Regarding claim 37, Akita shows all aspects of the instant invention including an 
apparatus comprising: 

^ A substrate 10 (see, e.g., fig. 12) 

^ An integrated circuit (IC) 4 embedded within the substrate 10 (see, e.g., fig. 3) 
^ A thin-film planarization dielectric layer 36 formed directly over a portion of the 

IC 4 and a portion of the substrate 10 (see, e.g., fig. 12) 
^ A conductive medium paste 11/21 covering at least a portion of the IC and a 

portion of the first substrate extending beyond edges of the IC, formed directly 

over a portion of the thin-film dielectric layer 36, and in direct electrical 

connection with the IC 4 (see, e.g., fig. 12) 
^ A large-scale component 6 connected to the medium 11, coupled to the IC 4, 

and including a second substrate 2 (see, e.g., fig. 2) 



Application/Control Number: 10/056,192 (Non-Final Rejection) Page 5 

Art Unit: 2814 

11. Regarding claim 38, Akita shows the substrate is a flexible material (see, e.g., 
fig.7). 

12. Regarding claim 40, Akita shows the apparatus further comprising a large-scale 
component connected to the medium and electrically coupled to the IC (see, e.g., fig. 2). 

13. Regarding claim 48, Akita shows the component is an antenna (see, e.g., fig. 2). 

14. Regarding claim 58, Akita shows that the IC is a radio frequency identification 
circuit (see, e.g., pp. 1/11. 1-10). 

15. Regarding claim 60, Akita shows the component is a substrate having thereon an 
antenna coupled to the IC directly through the medium (see, e.g., fig. 2). 

16. Regarding claim 111, Akita shows the apparatus comprising: 

^ A strap 7 including a first substrate 10 with an IC 4 having a conductive pad 
(see, e.g., fig. 3) 

^ A thin-film planarization dielectric layer 36 formed directly over a portion of the 
IC 4 and a portion of the substrate 10 (see, e.g., fig. 12) 

^ A conductive medium paste 11/21, covering at least a portion of the IC and a 
portion of the first substrate extending beyond edges of the IC, formed directly 
over the dielectric layer 36, attached to the pad 19 via a contact hole, and 
having a greater surface area than the pad (see, e.g., fig. 12) 

^ A large-scale component 6 attached to the medium 11/21, electrically coupled 
to the IC 4, and including a second substrate 2 (see, e.g., fig. 2) 
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Claim Rejections - 35 USC § 103 

17. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

18. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

19. Claims 9 and 57 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Akita. 

20. Initially, and with respect to claims 9 and 57, note that a limitation in a claim with 
respect to the manner in which a claimed device is intended to be used does not 
differentiate the claimed device from a prior-art device if the prior-art device teaches all 
structural limitations in the claims and the device is capable of performing the intended 
use. In re Schreiber, 128 F.3d 1473, 1477-78, 44 USPQ2d 1429, 1431-32 (Fed. Cir. 
1997); Ex parte Masham, 2 USPQ2d 1647 (Bd. Pat, App. & Inter. 1987). See Hewlett- 
Packard Co, v. Bauscti & Lomb Inc. and the related case law cited therein which makes 
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it dear that it is the final product perse which must be determined in a device claim, and 

not the patentability of its functions (909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed. 

Cir. 1990)). As stated in Best, 

Where the claimed and prior art products are identical or substantially identical in 
structure or composition, a prima facie case of either anticipation or obviousness 
has been established. In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433 
(CCPA1977). 

21. Note that the applicant has burden of proof once the examiner establishes a 
sound basis for believing that the products of the applicant and the prior art are the 
same. See In re Spada, 911 F.2d 705, 709, 15 USPQ2d 1655. 1658 (Fed. Cir. 1990). 

22. In the instant case, the integrated circuit could be used as a display driver, as 
control circuitry for an electronic display, as data storage of information, etc. In 
reference to the language in claims 9 and 57 referring to the function of the integrated 
circuit, it is noted that Akita shows all aspects of the semiconductor device according to 
the instant invention (see paragraphs 4- 15 above) and that using the integrated circuit 
as a display driver or to control an electronic display, are functions that do not affect the 
structure of the final device. 

23. There are no structural implications from claiming the IC as "a display driver" or 
as "suitable to control an electronic display". The claim terminologies "display driver" 
and "suitable to control an electronic display" are mere functional labels given to the 
claimed IC that do not differentiate the claimed IC from the prior art IC. These 
functional labels are only considered in terms of a necessary resultant structure from 
the labels. The functions itself are not at issue. The device claims are not limited to the 
recited functions of the IC. Furthermore, Akita's device is capable of performing the 
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claimed functions. For example, the device may receive information by means of its 
antenna. Since the antenna is coupled to the IC, the IC may read the information 
gathered by the antenna and use it to electronically control an electronic display 
coupled to the IC. 

24. Claim 106 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Akita. 

25. Regarding claim 106, although Akita teaches about the importance of the 
conductive medium (see, e.g., pp.6/ll.3-11), he fails to specify the thickness of it. The 
specification, on the other hand, also fails to provide teachings about the criticality of 
having a conductive medium with the claimed thickness. In general, thickness 
differences will not support the patentability of subject matter encompassed by the prior 
art unless there is evidence indicating such thickness is critical. "Where the general 
conditions of a claim are disclosed in the prior art, it is not inventive to discover the 
workable ranges by routine experimentation". In re Aller, 220 F.2d 454,456,105 USPQ 
233, 235 (CCPA 1955). Although Akita teaches about the importance of his conductive 
medium, he fails to specify the thickness of it. 

26. The specific claimed thicknesses for the conductive medium, i.e., about 1 micron 
or less, absent any criticality, are only considered to be the "optimum" thicknesses 
disclosed by Akita that a person having ordinary skill in the art would have been able to 
determine using routine experimentation based, among other things, on the desired 
adhesive strength, manufacturing costs, etc. (see Boesch, 205 USPQ 215 (CCPA 
1980)), and since neither non-obvious nor unexpected results, /.e., results which are 
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different in kind and not in degree from tlie results of the prior art, will be obtained as 
long as a conductive medium is used, as already suggested by Akita. 

27. Accordingly, since the applicants have not established the criticality (see next 
paragraph below) of the claimed thicknesses, it would have been obvious to one of 
ordinary skill in the art to use these values in the device of Akira. 

CRITICALITY 

28. The specification contains no disclosure of either the critical nature of the claimed 
dimensions or any unexpected results arising therefrom. Where patentability is said to 
be based upon particular chosen dimensions or upon another variable recited in a 
claim, the applicant must show that the chosen dimensions are critical. In re Woodruff, 
919 F.2d 1575, 1578, 16 USPQ2d 1934, 1936 (Fed. Cir. 1990). 

29. Claim 107 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Akita in view of Fjelstad (US 6211572). 

30. Regarding claim 107, Akita shows most aspects of the instant invention (see, 
e.g., paragraph 5 above). As set forth above, Akita also shows a film dielectric layer 
(see, e.g., fig. 12). Although he specifies that his dielectric layer comprises an epoxy 
resin (see, e.g., pp.14/ll.8-14), he fails to specify that it may also comprise silicon 
dioxide. Fjelstad (see, e.g., col. 5/11. 49-54), on the other hand, teaches silicon dioxide to 
be an equivalent material to Akita's epoxy resin. 

Therefore, it would have been obvious at the time of the invention to one of 
ordinary skill in the art to use either silicon dioxide or an epoxy resin in Akita's apparatus 
because these were recognized in the semiconductor art for their use as dielectric 
materials, as taught by Fjelstad, and the selection of any of these known equivalents 
would be within the level of ordinary skill in the art. 
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Response to Arguments 

31 . the applicant argues: 

Akita describes a UMB layer 19 placed directly over the electrode of the IC 4, a glass passivation layer 
22 and an epoxy resin 36 both covering only the IC, wherein the epoxy resin is placed directly over the 
passivation layer. Therefore, the glass passivation layer and the epoxy resin layer fail to cover any portion of 
the substrate extending beyond edges of the IC. As such, Akita does not anticipate the claimed limitation of a 
dielectric layer formed directly over a portion of the IC and a portion of the sutetrate extending beyond edges 
ofthelC. 

32. The examiner responds: 

Akita clearly shows these limitations of the claimed invention. The 
aforementioned passivation layer 22 and UMB layer 19 are integrally formed to be part 
of the IC 4 (see, e.g., col. 5/11. 1-7 and col. 8/11. 35-55). See also, e.g., fig. 12, where Akita 
shows the dielectric layer 36 directly over the IC 4 and covering a portion of the 
substrate 10 extending beyond the edges of the IC 4. 

33. The applicant argues: 

The claimed conductive medium is formed directly over the dielectric layer, is not in direct contact with 
the IC or the substrate, and is attached to the conductive pad via a contact hole. On the contrary, Akita 
describes a conductive medium 11a, lib (see, e,g,, figs. 1, 3, and 10) that is directly in contact with the 
substrate and the IC without a dielectric layer. 

34. The examiner responds: 

Akita clearly shows these limitations of the claimed invention. See, e.g., fig. 12, 
where Akita shows the conductive medium 11/21 directly over the dielectric layer 36, 
not in direct contact with the IC or the substrate, and attached to the conductive pad 19 
via a contact hole. 

35. The applicants argue: 

Layer 36 of Akita is not a dielectric layer but an epoxy resin layer which does not function as a 
dielectric layer as can be best understood by the applicants. 

36. The examiner responds: 
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Tlie epoxy resin layer of Akita is a dielectric layer. 

Conclusion 

37. Papers related to this application may be submitted directly to Art Unit 2814 by 
facsimile transmission. Papers should be faxed to Art Unit 2814 via the Art Unit 2814 
Fax Center. The faxing of such papers must conform to the notice published in the 
Official Gazette, 1096 OG 30 (15 November 1989). The Art Unit 2814 Fax Center 
number is (571) 273-8300. The Art Unit 2814 Fax Center is to be used only for papers 
related to Art Unit 281 4 applications. 

38. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marcos D. Pizarro-Crespo at (571) 272-1716 and 
between the hours of 10:00 AM to 8:30 PM (Eastern Standard Time) Monday through 
Thursday or by e-mail via Marcos.Pizarro@uspto.aov . If attempts to reach the 
examiner by telephone are unsuccessful, the examiner's supervisor, Wael Fahmy, can 
be reached on (57 1 ) 272-1 705. 

39. Any inquiry of a general nature or relating to the status of this application may be 
obtained from the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private PAIR or 
Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you vi/ould 
like assistance from a USPTO Customer Service Representative or access to the 
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automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272- 
1000. 



40. The following list is the Examiner's field of search for the present Office Action: 
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